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DETAILED ACTION 

1 . This Office Action is in response to the Applicants' communication filed on 
4/16/2007. In virtue of this communication, claims 1-18 are currently presented in the 
instant application. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) Form PTO-1 449, filed on 4/1 6/2007 
is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statement is being considered by the examiner. 

Double Patenting 

4. Applicant is advised that should claims 1 , 2, 4, and 5 be found allowable, claims 
15, 16,17, and 1 8 respectively will be objected to under 37 CFR 1 .75 as being 
substantial duplicates thereof. When two claims in an application are duplicates or else 
are so close in content that they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the other as being a substantial 
duplicate of the allowed claim. See MPEP § 706.03(k). 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 3, 6, 12, and 14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

7. With regard to claim 3, Applicant claims "wherein said location information 
belongs to the group including" and provides a list. As written, the "location information 
belongs to a group that includes "an identifier," "GPS," "AGPS," and a "Galileo-type 
geographic position" but does not state what the "location information" actually is. 
Examiner surmises that the intent of the Applicant was to state that the "location 
information" is any one of the following belonging to the group consisting of [the 
following in the list]. Similar reasons apply to claims 6, 12, and 14. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
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9. Claims 1-4 and 12-17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by publication number US 2003/0100308 A1 to Rusch (hereinafter 
Rusch). 

With regard to claim 1, the limitation "A dual-mode terminal comprising: a first 
operating mode allowing for access to at least one radiocommunication network, a 
second operating mode allowing for access to at least one second local communication 
network" is met (by Rusch, par. 0003-0004 and 0010, where a wireless device can 
transition between networks, for instance from a CDMA network (i.e. first mode) to a 
WLAN network (i.e. second mode)). 

The limitation "means for detecting, on the basis of at least one information item 
on the location of said terminal, the presence of said terminal in a geographic coverage 
area associated with said second network, called positive presence" is met (by Rusch, 
par. 0017-0018, where geographic location information is used to determine the 
characteristics of available networks). 

The limitation "and means, which are activated in the case of positive presence, 
for connecting to said second network, so that said terminal then operates first in said 
second mode" is met (by Rusch, Fig. 2, where once the available networks are 
characterized, a network is selected and then a communication session is initiated). 

The limitation "wherein said detection means implement a comparison between 
said information on the location of said terminal and a list of location information 
corresponding to said geographic coverage area associated with said second network, 
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called a coverage list, stored in said terminal" is met (by Rusch, Fig. 2 and par. 0018, 
where the available networks are characterized on the basis of location information of 
the networks stored in a memory [of the device]). 

With regard to claim 2, the limitation "wherein the case of positive presence, the 
terminal operates according to said second mode when it is in communication with 
another terminal also present in a geographic coverage area associated with said 
second network" is met (by Rusch, par. 0010, where the device can communicate with 
PCs, mobile phones, and other portable devices in accordance with a short-range 
communication protocol). 

With regard to claim 3, the limitation "wherein said location information belongs 
to the group including: an identifier of a cell of said first radiocommunication network to 
which said dual-mode terminal is connected; a GPS ("Global Positioning System") 
geographic position of said terminal; an AGPS ("Assisted Global Positioning System") 
geographic position of said terminal; and a Galileo-type geographic position of said 
terminal" is met (by Rusch, par. 0018, where a GPS receiver may be used). 

With regard to claim 4, the limitation "wherein said means for connecting 
include means for identifying said terminal by an access server for accessing said 
second network and means for registering said information on the location of said 
terminal by a registration server of said second network, wherein said registration server 
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manages location information associated with a set of predetermined terminals" is met 
(by Rusch, 0003-0004, 0010, and 0029, where a communication session is initiated with 
the selected network. A WLAN network would comprise a node or access point (i.e. 
access server) which would inherently register the terminal to allow access and manage 
the connection). 

With regard to claim 12, the limitation "wherein said first radiocommunication 
network belongs to the group including: GSM ("Global System for Mobile 
Communications") networks; GPRS ("General Packet Rate Service") networks; UMTS 
("Universal Mobile Telecommunication System") networks; CDMA ("Code Division 
Multiple Access") networks" is met (by Rusch, par. 0010, where the radio interfaces can 
include GSM, GPRS, and CDMA). 

With regard to claim 13, the limitation "wherein said second local 
communication network is comprises a WLAN ("Wireless Local Area Network") network" 
is met (by Rusch, par. 0010, where the radio interfaces can include WLAN). 

With regard to claim 14, the limitation "wherein the terminal belongs to the 
group including: cellular telephones; PDAs ("Personal Digital Assistant"); portable 
computers" is met (by Rusch, par. 0008, where the device can be a wireless telephone, 
a PDA, or a laptop). 
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Claim(s) 15 is/are rejected for the same reasons as set forth in claim 1 above, 
because they have similar limitations. 

Claim(s) 16 is/are rejected for the same reasons as set forth in claim 2 above, 
because they have similar limitations. 

Claim(s) 17 is/are rejected for the same reasons as set forth in claim 4 above, 
because they have similar limitations. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 5-11 and 18 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rusch as applied to claims 1 and 15 above, and further in view of publication 
number US 2005/0013264 A1 to Sundberg. 



With regard to claim 5, does not explicitly teach the limitation "wherein the 
terminal includes means for storing at least one connection profile for connecting said 
terminal to said second network, wherein each of said connection profiles associates at 
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least one parameter for connection to said second network with one of said location 
information items of said coverage list." However, attention is directed to Sundberg 
(which teaches, Abstract and par. 0019-0021 , that after a first connection is authorized 
and established with a first radio device of a mobile terminal and the mobile terminal 
moves into a coverage area of a second network, the same authorization information (of 
the first network) is used to authorize connection to the second network with a second 
radio device of the mobile terminal; therefore a connection profile). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch invention by employing the teaching 
as taught by Sundberg to provide a means for storing a connection profile that could be 
used for connecting to the second network. The motivation for the combination is given 
(by Sundberg, par. 0001 and 0009, where the invention relates to switching access for a 
mobile terminal between overlapping networks, for example accessing a GSM/GPRS 
network and a WLAN). 

With regard to claim 6, does not explicitly teach the limitation "wherein said 
connection parameter belongs to the group including: an identifier of an access server 
for accessing said second network; an identifier of a registration server of said second 
network; an SIP ("Session Initiation Protocol") address of said terminal in said second 
network; an identifier of said terminal in said first network." However, attention is 
directed to Sundberg (which teaches, par. 0013, that an identity code of the mobile 
phone may be stored in a SIM card). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch invention by employing the teaching 
as taught by Sundberg to provide an identifier of the terminal for connecting to the first 
network. The motivation for the combination is given (by Sundberg, par. 0001 and 
0009, where the invention relates to switching access for a mobile terminal between 
overlapping networks, for example accessing a GSM/GPRS network and a WLAN). 

With regard to claim 7, does not explicitly teach the limitation "wherein said 
connection profile(s) also include at least one application parameter of said second 
network." However, attention is directed to Sundberg (which teaches, par. 0014, that a 
WLAN connection may be secured by means of a certificate stored in the terminal). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch invention by employing the teaching 
as taught by Sundberg to provide an application parameter of the second network in the 
connection profile in order to secure a connection. The motivation for the combination 
is given (by Sundberg, par. 0001 and 0009, where the invention relates to switching 
access for a mobile terminal between overlapping networks, for example accessing a 
GSM/GPRS network and a WLAN). 

With regard to claim 8, does not explicitly teach the limitation "wherein said 
application parameter belongs to the group including: an identifier of the domain name 
server DNS of said second network; an identifier of the HTTP or FTP proxy server of 
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said second network; an IP ("Internet Protocol") address of said terminal in said second 
network; an identifier of the SMTP ("Simple Mail Transfer Protocol") server of said 
second network." However, attention is directed to Sundberg (which teaches, par. 
0014, that a WLAN connection may be secured by means of a certificate stored in the 
terminal. A security certificate would contain the server name (i.e. identifier)). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch invention by employing the teaching 
as taught by Sundberg to provide an application parameter in the connection profile that 
would include an identifier of the server. The motivation for the combination is given (by 
Sundberg, par. 0001 and 0009, where the invention relates to switching access for a 
mobile terminal between overlapping networks, for example accessing a GSM/GPRS 
network and a WLAN). 

With regard to claim 9, does not explicitly teach the limitation "wherein said 
connection profile(s) also include at least one parameter for authenticating said terminal 
in said second network." However, attention is directed to Sundberg (which teaches, 
par. 0014, that a WLAN connection may be secured by means of a certificate stored in 
the terminal which can then be used for generating an encryption key for authenticating 
the terminal). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch invention by employing the teaching 
as taught by Sundberg to provide in the connection profile a parameter to be used for 
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authentication. The motivation for the combination is given (by Sundberg, par. 0001 
and 0009, where the invention relates to switching access for a mobile terminal between 
overlapping networks, for example accessing a GSM/GPRS network and a WLAN). 

With regard to claim 10, Rusch and Sundberg do not explicitly teach the 
limitation "wherein the terminal includes means for forced activation of said connection 
means, if a positive presence is not detected, wherein said connection means then 
implement said last connection parameter(s) used by said terminal." However, Official 
Notice is taken of the fact that it is old and known that if the current presence (or 
location) of an object is not known, then the previous known presence (or location is 
used) - for example, if the GPS doesn't provide the location of the user, the GPS relies 
on the previous location as the current location. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch and Sundberg invention to provide the 
ability to use previous location information (i.e. connection parameter) when a current 
one is not available (i.e. no positive presence). The motivation for the combination 
would be to provide the ability to continue to establish a connection instead of having no 
connection. 

With regard to claim 11, Rusch and Sundberg do not explicitly teach the 
limitation "wherein the terminal includes means for configuration of said connection 
profile, enabling, when said positive presence is not detected but said terminal is 
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successfully connected to said second network, said location information stored in said 
profile to be updated using current location information on said terminal." However, 
Official Notice is taken of the fact that it is old and known to synchronize old data on a 
device with a server once connected. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
that the invention was made to modify the Rusch and Sundberg invention to provide the 
ability to update location information once connected to the network. The motivation for 
the combination would be to provide the ability to have current data stored in the 
terminal. 

Claim(s) 18 is/are rejected for the same reasons as set forth in claim 5 above, 
because they have similar limitations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KASHIF SIDDIQUI whose telephone number is 
(571)270-3188. The examiner can normally be reached on Monday through Thursday 
7:30-18:00 (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kent Chang can be reached on (571)272-7667. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KASHIF SIDDIQUI 

Examiner 

Art Unit 2617 

/Kent Chang/ 

Supervisory Patent Examiner, Art Unit 2617 



